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The MAILING DATE of this communication appears on the covorshQQt with the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 

I YuolZVZ ?e^st^^e, the — stai4 period will apply and will expire SIX (6) ^S^^^fi^ C °— C *™- 

- Failure to reply within the set or extended period for reply will, by statute, causa the appl.cat.on to become ABANDONS)^ § 133). 
Any reply received by the Office later than three months after the mailing date of this communlcat.on, even if umely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) 13 Responsive to communication(s) filed on 11 March 2004, 

2a)D This action is FINAL. 2b)EI This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) PZ1 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) ±21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.Q Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 09/499,069 ra 9 e ^ 
Art Unit: 3722 

DETAILED ACTION 

1 . In view of the Appeal Brief filed on March 1 1 . 2004, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 

following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 
1.131 or 1,132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-5 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Thompson ('119) in view of Skelton ('61 1 ). 

Thompson discloses a ticket envelope (10) comprising a registration form (26); 
an unfolded packet (combination of 22 and 24) separated from the registration form by a 
score line (40), the unfolded packet including at most two score lines (30 and 36) that 
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allow the unfolded packet to be quickly and accurately folded into a complete packet in 
two or fewer steps (wherein the first step would be along score 30 and the second step 
would be along score 36); and a die-cut slot (42) in the unfolded packet which serve as 
a slot to hold a number of items (i.e., travel tickets, receipt stubs, coupons and the like - 
see col. 3, lines 2-8; inherently, this would include keys). 

Regarding the packet being a "key" packet, a recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. In a claim drawn to a process of making, the intended use must result in a 
manipulative difference as compared to the prior art. See In re Casey, 152 USPQ 235 
(CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). In this case, the packet 
of Thompson is capable of performing the intended use of being a key packet. 

Thompson discloses the claimed invention except for the score lines being lines 
of perforations. 

Skelton discloses a foldable envelope for tickets having a plurality of panels 24, 
26, 28, 30, 32, 34, 36, 38, 40) separated from each other along adjoining edges by a 
perforated, embossed, or scored line "so that the panels might be folded, one over the 
other, and, for purposes later described, may be severed and separated, one from the 
other, along the perforated or embossed line" (see col. 2, lines 53-61). Skelton shows 
that scores and perforations are equivalent structures known in the art. Therefore, 
because these two creasing methods were art-recognized equivalents at the time the 
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invention was made, one of ordinary skill in the art would have found it obvious to 
substitute lines of perforations for the score lines in Thompson. 

Regarding claims 2-4, Thompson, as modified by Skelton, discloses the panels 
being pre-printed with textual and graphical information (as seen in col. 4. lines 53-56 of 
Skelton - "may be printed with advertisement materials... .printed display symbols and 
the like"). Note, it is inherently known that the printing would be generated by a 
conventional printing device. 

Regarding claim 5, Thompson, as modified by Skelton, discloses the form and 
packet being rectangular and, when in the fully folded state, has a greater vertical 
dimension than a horizontal dimension (as seen in figure 1 of Thompson). Thompson, 
as modified by Skelton, further discloses that the registration form comprises the top 
portion of the registration form and packet and the registration form is separated from 
the unfolded packet by a horizontal line of perforations (viewing the envelope in figure 1 
at a ninety degree angle would provide the horizontal line of perforations separating the 
top portion having the form from the bottom portion having the packet). 

Regarding claim 7, Thompson, as modified by Skelton, discloses including a 
number of items in the packet (see col. 3, lines 2-8); this would, inherently, include keys 
consisting of metal keys and magnetic keys. It is further noted that the keys do not 
structurally limit the registration form and packet. 

4. Claims 11-15 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Thompson in view of Skelton and further in view of Crowell ('573). 
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Regarding claims 1 1 and 16, Thompson discloses a ticket envelope (10) 
comprising a registration form (26); an unfolded packet (combination of 22 and 24) 
separated from the registration form by a score line (40), the unfolded packet including 
at most score lines (30 and 36) that allow unfolded packet to be quickly and accurately 
folded into a complete packet in two or fewer steps (wherein the first step would be 
along score line 30 and the second step would be along score line 36); and a die-cut 
slot (42) in the unfolded packet which serve as a slot to hold a number of items (i.e., 
travel tickets, receipt stubs, coupons and the like - see col. 3, lines 2-8; inherently, this 
would include keys). 

Regarding the packet being a "key" packet, a recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. In a claim drawn to a process of making, the intended use must result in a 
manipulative difference as compared to the prior art. See In re Casey, 152 USPQ 235 
(CCPA 1967) and In re Otto, 136 USPQ 458. 459 (CCPA 1963). In this case, the packet 
of Thompson is capable of performing the intended use of being a key packet. 

Thompson discloses the claimed invention except for the score lines being lines 
of perforations. 

Skelton discloses a foldable envelope for tickets having a plurality of panels 24, 
26, 28, 30, 32, 34, 36, 38, 40) separated from each other along adjoining edges by a 
perforated, embossed, or scored line "so that the panels might be folded, one over the 
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other, and, for purposes later described, may be severed and separated, one from the 
other, along the perforated or embossed line" (see col. 2, lines 53-61). Skelton shows 
that scores and perforations are equivalent structures known in the art. Therefore, 
because these two creasing methods were art-recognized equivalents at the time the 
invention was made, one of ordinary skill in the art would have found it obvious to 
substitute lines of perforations for the score lines in Thompson. 

Thompson, as modified by Skelton, discloses the claimed invention except for 
explicitly disclosing the registration form and packet being printed on a printing device 
(commercially available computer laser printer). 

Crowell discloses a foldable sheet (30) that can be printed on by a computer 
printer (to, inherently, include laser printers) (see col. 2, lines 45-51). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
modify Thompson's invention to include pre-printing information on the envelope byway 
of a computer printer, as taught by Crowell, to provide the envelope with advertising 
indicia and other related information to convey information to the user of the envelope. 

Furthermore, a recitation of the intended use of the claimed invention must result 
in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
compared to the prior art. See In re Casey, 1 52 USPQ 235 (CCPA 1 967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). In this case, the packet of Thompson is 
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capable of performing the intended use of being fed through a commercially available 
computer printer. 

Regarding claims 12 and 17, Thompson, as modified by Skelton and Crowell, 
discloses the registration form and packet being made of any suitable paper stock (see 
col. 1 , lines 63-66 of Thompson). 

Regarding claims 13-15 and 18-20, Thompson, as modified by Skelton and 
Crowell, discloses the panels being pre-printed with textual and graphical information 
(as seen in col. 4, lines 53-56 of Skelton - "may be printed with advertisement 
materials. .. printed display symbols and the like"). Note, it is inherently known that the 
printing would be generated by a conventional printing device. 

Regarding claim 21, Thompson, as modified by Skelton and Crowell, discloses 
the single sheet being rectangular (as seen in figure 1 of Thompson). 

Response to Arguments 

5. Applicant's arguments with respect to claims 1 -21 have been considered but are 
moot in view of the new ground(s) of rejection. 

Applicant argues that the examiner has failed to substantively consider or 
respond to the previous declaration. The examiner disagrees and asserts that the 
declaration was reviewed and addressed in the previous Office action mailed October 6, 
2003. Furthermore, the examiner continues to maintain that the declaration is 
insufficient to overcome the rejections as set forth above. 
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Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Monica S. Carter whose telephone number is (703) 305- 
0305. The examiner can normally be reached on Monday-Thursday (7:00 AM - 4:30 
PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrea L. Wellington can be reached on (703) 308-2159. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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